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STATUS OF THE APPLICATION 

1 . This Office action is in response to the Remarks filed on 1 1 December 2006. 

2. The Examiner acknowledges Applicants' perfection of their claim of foreign 
priority under 35 USC 119 (a)-(d), the certified copy of the translation of the foreign 
priority document as been received and made of record. 

3. The text of those sections of Title 35, U.S. Code not included in this action can ' 
be found in a prior Office action. 

Claim Rejections ■ 35 USC § 102/103 

4. Claims 5-8 remain rejected under 35 U.S.C. § 102(e) as anticipated by or, in the 
alternative, under 35 U.S.C. § 103(a) as obvious over U.S. Patent 6,417,428 B1, 
Thomashow et al (filed 23 November 1998, claiming priority as a continuation-in-part to 
U.S. Application 09/017,575 filed on 3 February 1998). This rejection is repeated for the 
reason of record as set forth in the last Office action mailed 25 September 2006. 
Applicant's arguments filed 1 1 December 2006 have been fully considered but they are 
not persuasive. This rejection has been modified from that of the previous Office action. 

Thomashow et al disclose a method of altering an environmental stress response 
of a plant by proving a recombinant molecule comprising a polynucleotide that encodes 
a polypeptide that has the amino acid sequence of Applicants' SEQ ID NO: 6, at claim 
1 1 (SEQ ID NO: 2). Thomashow et al disclose a transgenic plant transformed with 
polynucleotide operably linked to a promoter that is regulated by changes in 
environment conditions at claim 8. Thomashow et al discloses SEQ ID NO: 1 that 
encodes SEQ ID NO: 2, SEQ ID NO: 2 being identical to Applicants' SEQ ID NO: 6. 
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While SEQ ID NO: 1 of Thomashow era/ is 94.1% identical to Applicants' SEQ 
ID NO: 6, it discloses an identical coding region. The differences between SEQ ID NO: 
1 of Thomashow et al and Applicants' SEQ ID NO: 5 does not appear to lead to a 
teaching of unexpected results since they are functionally equivalent. 

Applicants state that the Thomashow et al. reference has a priority date for this 
disclosure of November 23, 1998. Applicants note that, although the Thomashow et al. 
reference claims priority from U.S. patent applications filed prior to November 23, 1998, 
the filing date of the subject matter in the Thomashow et al. reference that is used to 
reject claims 5-8 herein has a filing date only of November 23, 1998 (indeed, Applicants 
have determined that the parent Thomashow et al. applications do not contain sufficient 
disclosure to anticipate or render obvious claims 5-8 herein (Page 3 of the Remarks). 
Applicants' opinion concerning the sufficiency of the disclosure of the parent 
Thomashow et al. applications is noted, but the Examiner disagrees with the Applicants' 
opinion. U.S. Application 09/017,575 filed on 3 February 1998, the paragraph spanning 
pages 28-29, does appear to provide sufficient support under 35 USC § 1 12, first 
paragraph, for the claimed subject matter in the '428 Thomashow et al patent: 

"In each of the above embodiments, expression of the recombinant copy of the 
regulatory gene may be under the control of the promoter. The promoter may increase 
the level at which the regulatory gene is expressed, express the regulatory gene without 
being induced by an environmental stress or express the regulatory gene in response to 
a different form or degree of environmental stress that would otherwise be needed to 
induce expression of the regulatory gene. For example, a strong constitutive promoter 
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could be used to cause increased levels of COR gene expression in both non-stress 
and stressed plants which in turn, results in enhanced freezing and dehydration 
tolerance. A tissue specific promoter could be used to alter COR gene expression in 
tissues that are highly sensitive to stress (and thereby enhance the stress tolerance of 
these tissues). A promoter could be used which turns on at a temperature that is 
warmer than the temperature at which the plant normally exhibits cold tolerance. This 
would enable the cold tolerance thermostat of a plant to be altered. Similarly, a 
promoter can be used which turns on at a dehydration condition that is wetter than the 
dehydration condition at which the plant normally exhibits dehydration tolerance. This 
would enable the level at which a plant responds to dehydration to be altered. An 
inducible promoter could be used such that gene expression could be induced by 
application of an exogenous inducer (e.g., induce COR genes when a frost is imminent). 
This would enable stress tolerance to be induced externally by a grower whenever 
desired." 

The Examiner has noted Applicants' filing of a certified translation of their foreign 
priority document JP 292348/1998 filed on 14 October 1998. 

Conclusion 

5. No claims are allowed. 

6. This Office action is non-final to correct deficiencies in the rejection of record. 
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7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David H. Kruse, Ph.D. whose telephone number is (571) 
272-0799. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at (571) 272-0975. The central FAX 
number for official correspondence is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 



David H. Kruse, Ph.D. 
21 March 2007 

8. Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to (571) 272-0547. 
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